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REPLY BRIEF 



This Reply Brief is being submitted in response to the Examiner's Answer mailed on 
September 14, 2007. 



The Status of the Claims is described on page 2 of this paper. 

The Grounds of Rejection to be Reviewed appear on page 3 of this paper. 

Remarks appear on page 4 of this paper. 
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STATUS OF CLAIMS 

A. Total Number of Claims in Application 

There are five claims pending in application, claims 1-5. 

B. Current Status of Claims 

1. Claims canceled: None 

2. Claims withdrawn from consideration but not canceled: None 

3. Claims pending: 1-5 

4. Claims allowed: None 

5. Claims rejected: 1-5 

C. Claims On Appeal 

The claims on appeal are claims 1-5. 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 



Review is sought of the rejection of claim 1 under 35 U.S.C. §102(e) as being purportedly 
anticipated by Fujimori et al. (U.S. Patent 6,683,244 B2). Claims 2-5 depend from claim 1 and are 
also rejected under 35 U.S.C. §102 and/or 35 U.S.C. §103 based on Fujimori et al, and therefore 
present a common question of patentability. 
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REMARKS 

The Examiner's Answer primarily reiterates the same grounds of rejection presented in 
the Final Office Action, and relies entirely upon Fujimori's broadly described thickness range of 
from 0.01 jim to 10 |im (10 nm to 10,000 nm) of barrier layer 8 as purportedly anticipating the 
range limitation of claim 1 . By contrast, claim 1 of the present application recites a "the metallic 
oxide layer or derivative layer being from 10 nm to 100 nm thick." Fujimori's description of a 
broad range, which is one hundred times larger than Applicants' claimed range, is not 
sufficiently specific to anticipate the narrower claimed range. As described in Applicants' 
Appeal Brief, the rejection is improper because it is contrary to the examination guidelines set 
forth in MPEP §2131 .03(11) with respect to anticipation of ranges. The rejection is also contrary 
to recent Federal Circuit case law regarding anticipation of ranges, and upon which MPEP 
§2131.03(11) is based. (See Atofina v. Great Lakes Chem. Corp., 441 F.3d991.) 

Section 10 of the Examiner's Answer states "The Examiner deems that Fujimori 
anticipates the thickness range of 10 nm to 100 nm because the range is taught in the prior art." 
Applicants disagree because Fujimori is silent as to a thickness range of 10 nm to 100 nm. 
Fujimori does, however, describe a thickness range of 10 nm to 10,000 nm. Although the broad 
thickness range of from 10 nm to 10,000 nm encompasses the narrower thickness range of 10 nm 
to 100 nm, Fujimori's broad thickness range description is not a disclosure of each and every 
possible thickness within and along the range, or of much narrower ranges within the broad 
range. Fujimori's disclosure is only that of a range, not specific points along the range or the 
endpoints of the range. Indeed, the court in Atofina stated: "The disclosure is only that of a 
range, not a specific temperature in that range, and the disclosure of a range is no more a 
disclosure of the end points of the range than it is of each of the intermediate points." Id at 
1000. 

The Examiner seems to disagree because the Examiner's Answer argues that "a prior art 
reference must be considered in its entirety, i.e., as a whole " (emphasis in original). While this 
general statement is true, even as a whole, Fujimori still fails to disclose or suggest the claimed 
invention. Contrary to the Examiner's assertion, Federal Circuit case law has rejected the idea 
that a broad range description constitutes a disclosure of each and every point along the range. 
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Id. Even if the broad range within the prior art encompasses the narrow range, this fact alone is 
insufficient. In addition to an overlapping range disclosure, MPEP §2131 .03(11) requires that the 
prior art reference describe the claimed range with "sufficient specificity." In the present case, 
neither the Office Actions nor the Examiner's Answer provides any rationale as to how Fujimori 
describes Applicants 5 claimed range with sufficient specificity. 

In response to Applicants' arguments that Fujimori's description is not sufficiently 
specific because Fujimori's range is one hundred times larger than the claimed range, the 
Examiner states: "In response, the present claims are directed to a photovoltaic element. The 
claims are product claims." (Emphasis in original). The Examiner's statement appears to 
suggest that both Atofina and the MPEP are inapplicable to the present case because the present 
claims are directed to a product, and the claims at issue in Atofina were method claims. 
However, the Examiner's Answer provides no rationale as to why a distinction between method 
and product claims is relevant to the issue of whether Fujimori's range is sufficiently specific. In 
fact, the Board of Patent Appeals and Interferences has consistently applied Atofina to product 
claims. Ex Parte Havashi et aL Appeal No. 2007-0665, 2007 WL 1874815 (Bd.Pat.App. & 
Interf. decided June 28, 2007)., Ex Parte Haves . Appeal No. 2006-0990, 2007 WL 49708 
(Bd.Pat.App. & Interf. decided January 5, 2007)., Ex Parte Naber et al , Appeal No. 2006-2468, 
2006 WL 2822249 (Bd.Pat.App. & Interf. decided September 28, 2006). In Ex Parte Haves, the 
Board overturned an anticipation rejection of a product claim because the range described in the 
prior art was not sufficiently specific to be anticipatory. Id. at 5. The Board stated: "The fact 
that the prior art discloses ranges overlapping, broader, or even within the claimed ranges is not 
dispositive of either anticipation or obviousness, but it is simply a factor to be considered. To 
establish anticipation, the Examiner must do more than point to such ranges." Id. at 5-6. The 
Board also disagreed that the endpoints of the range were "valid data points," stating that the 
endpoints of the range were merely guidelines. Id. at 6. Thus, the Board of Patent Appeals and 
Interferences has required "sufficient specificity" for a range in the prior art to anticipate a 
narrower range in a product claim. 

Fujimori's broad range description of from 10 nm to 10,000 nm is far from specific, as it 
spans three orders of magnitude, with the greater thickness described being one thousand times 
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the size of the smaller thickness. Such a range of thicknesses is so large that it is equivalent to 
the difference between a meter and a kilometer! The description of such a large range itself 
provides one of ordinary skill in the art with no guidance whatsoever as to how to select an 
appropriate thickness within the range. Fujimori's range is simply too vague, and too broad to 
anticipate the claim limitations. 
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CONCLUSION 

In sum, the rejection of claim 1 under 35 §U.S.C. 102(e) is contrary to Federal Circuit case 
law and the MPEP because Fujimori et al. fails to teach a thickness range of sufficient specificity to 
anticipate the range recited in claim 1. The rejections of dependent claims 2-5 are likewise 
improper because they depend from claim 1 and therefore include the same range limitation, which 
is not anticipated or obvious in view of Fujimori et al. 

Accordingly, the rejections of all of the claims are improper and should be reversed. 
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